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DETAILED ACTION 



Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-8, 10, 12 and 13 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Regarding claim 1, it is unclear which of the base layer, top layer and 
intermediary layer comprised fabric. The examiner suggests amending the claim 
language to more clearly indicate that the top layer and the base layer are fabric layers. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



4. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Pauly (US 
735575). 
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Pauly teaches a method of making a three-dimensional embroidery product 
comprising providing a base fabric layer and a top fabric layer (a, a'), providing an 
intermediary layer comprising a plurality of sheets (b), embroidering a pattern through 
the layers of fabric with thread, cutting the intermediary layer at a height to separate the 
top and base layers, and removing the remaining intermediary layer (Figures 5 and 6; 
pages 1 and 2). 

As to the claimed cutting limitation, there is no requirement in the claim that the 
cutting step involves cutting a single sheet between its top and bottom surfaces to split 
the single sheet into two pieces. The claimed cutting limitation has been interpreted as 
requiring no more than dividing an intermediary layer, which is clearly accomplished in 
Pauly by cutting between sheets (b) of the intermediary layer. 

5. Claim 1 is rejected under 35 U.S.C. 102(a) as being anticipated by Komatsu'676 
(WO 03/024676 A1 referencing US 2004/0231478 as an English language equivalent). 

Komatsu'676 teaches a method of making a three-dimensional embroidery 
product comprising providing a base fabric layer and a top fabric layer (1 , 5), providing 
an intermediary layer comprising a plurality of sheets (5), embroidering a pattern 
through the layers of fabric with thread, cutting the intermediary layer at a height to 
separate the top and base layers, and removing the remaining intermediary layer 
(Figure 4; paragraphs 5 and 22-24). 

As to the claimed cutting limitation, there is no requirement in the claim that the 
cutting step involves cutting a single sheet between its top and bottom surfaces to split 
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the single slieet into two pieces. The claimed cutting limitation has been interpreted as 
requiring no more than dividing an intermediary layer, which is clearly accomplished in 
Komatsu'676 by cutting between sheets (5) of the intermediary layer. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 2 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pauly as applied to claim 1 above, and further in view of Tajima (US 6263817). 

Tajima is applied as in numbered paragraph 4 of the office action mailed 09 
October 2007. 

8. Claims 3-6, 12 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pauly as applied to claim 1 above, and further in view of Jalowsky 
(US 4517910). 

Jalowsky is applied as in numbered paragraph 5 of the previous office action 
mailed 07 July 2008. 

Further regarding claims 5 and 6, while Jalowsky does not reside particular 
materials for the thermal fusible film, polyamide, polyester or polyurethane epoxy 
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compositions are generally well known for providing strong adhesion to fabrics. 
Selection of a well known suitable composition for the film suggested by Jalowsky 
involves no more than routine experimentation in order to optimizing adhesion for the 
particular fabrics being used. It would have been obvious to one of ordinary skill in the 
art at the time of the invention to use a film having the claimed composition because 
one of ordinary skill in the art would have been motivated to use well known suitable 
compositions for providing strong adhesion to fabrics as the film suggested by 
Jalowsky. 

Regarding claims 12 and 13, Pauly suggests use of an adhesive or any other 
convenient means to secure the stitches prior to cutting (page 1 , lines 68-75), but does 
not suggest particular adhesives. Jalowsky suggests a thermally fusible film which is 
bonded to an embroidered fabric prior to a cutting process (Figures 2-6; column 3, lines 
40-68; column 4, lines 1-23). In using such a thermally fusible film as the adhesive 
suggested by Pauly, naturally heating would be performed to secure the film to the 
stitches prior to cutting. For example, Jalowsky indicates heating to laminate the film 
(column 2, lines 6-10). It would have been obvious to one of ordinary skill in the art at 
the time of the invention to perform to heating step of claim 12 because one of ordinary 
skill in the art would have been motivated to use any known suitable adhesive as the 
adhesive suggested by Pauly for securing stitches prior to cutting, such as the thermally 
adhesive film of Jalowsky. The temperature limitation of claim 1 3 was addressed in 
numbered paragraph 5 of the previous office action. 
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9. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pauly as 
applied to claim 1 above, and further in view of Fortuna (US 6718895). 

Fortuna is applied as in numbered paragraph 6 of the office action mailed 09 
October 2007. 

10. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pauly as 
applied to claim 1 above, and further in view of JP 2000-64183. 

JP 2000-64183 is applied as in numbered paragraph 7 of the office action mailed 
09 October 2007. 

1 1 . Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pauly as 
applied to claim 1 above, and further in view of Komatsu'420 (US 6467420). 

Claim 12 is rejected here in the alternative to provide further motivation for 
providing this claimed step of heating. 

Pauly suggests use of an adhesive or any other convenient means to secure the 
stitches prior to cutting (page 1 , lines 68-75). Komatsu'420 suggests the use of yarn 
capable of thermal fusion with a heat pressing step performed to secure an embroidery 
pattern prior to a cutting process (column 3, lines 1-30). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to provide the claimed heating 
step because one of ordinary skill in the art would have been motivated to secure the 
stitches prior to cutting in any convenient manner as suggested by Pauly, for example 
by providing a heating step to secure fusible yarn as suggested by Komatsu'420. 
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12. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pauly in 
view of Komatsu'420 as applied to claim 12 above, and further in view of Jalowsky. 

While Komatsu'420 does not particular temperatures for the claimed heating 
step, such a temperature of 150°C (about 300°F) is typical of thermally fusible 
adhesives for fabrics. For example Jalowsky suggests temperatures of 250°F to 350°F 
and prefers a range of 250°F to 300°F (column 3, lines 1-4 and lines 59-64). 
Accordingly, one of ordinary skill in the art would have been expected to heat to a 
temperature of 150°C as a matter of routine experimentation in order to suitably activate 
the adhesive of Komatsu'420 in view of the range of temperatures suggested by 
Jalowsky. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to heat to a temperature of 150°C because one of ordinary skill in the art 
would have been motivated to use adhesives known for bonding fabrics and suitable 
temperatures for their activation in practicing the heating step suggested by 
Komatsu'420 as a matter of routine experimentation in view of the temperature ranges 
suggested by Jalowsky. 



Response to Arguments 

1 3. Applicant's arguments filed 29 August 2008 have been fully considered but they 
are not persuasive. 

Applicant argues that Komatsu'420 does not recite cutting the intermediary layer. 
To the extent that Applicant is arguing that the claims require cutting a single sheet of 
the intermediary layer between its upper and lower faces to split the sheet into two 
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pieces, as noted in the rejections above, such is not required by the claims. The claims 
require no more than dividing an intermediary layer into two sections. Such does not 
establish over dividing an intermediary layer comprising a plurality of sheets between 
two of the sheets. While Komatsu'420 describes such an intermediary layer comprising 
a plurality of sheets at column 3, lines 56-67 and column 4, lines 1-8, the examiner 
acknowledges that Komatsu'420 does not explicitly recite cutting between two of the 
sheets. Accordingly new grounds of rejection have been applied using Pauly and 
Komatsu'676. In view of the new grounds of rejection, this action is non-final. 



Conclusion 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL A. TOLIN whose telephone number is 
(571)272-8633. The examiner can normally be reached on M-F 9am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on 571-272-1226. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 



Application/Control Number: 10/783,521 Page 9 

Art Unit: 1791 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael A Tolin/ 

Patent Examiner, Art Unit 1791 



